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Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 43b/s.1 (a)(i) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 
Certain observations on the international application 



2. FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will usually be considered to be a 
written opinion of the International Preliminary Examining Authority ("IPEA"). However, this does not apply where 
the applicant chooses an Authority other than this one to be the IPEA and the chosen IPEA has notifed the 
International Bureau under Rule 66.1b/s(b) that written opinions of this International Searching Authority 
will not be so considered. 

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to 
submit to the IPEA a written reply together, where appropriate, with amendments, before the expiration of three 
months from the date of mailing of Form PCT/1SA/220 or before the expiration of 22 months from the priority date, 
whichever expires later. 

For further options, see Form PCT/1SA/220. 

3. For further details, see notes to Form PCT/ISAy220. 
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Box No. I Basis of the opinion : 

1 With regard to the language, this opinion has been established on the basis of the international application in 
the language in which it was filed, unless otherwise indicated under this item. 

□ This opinion has been established on the basis of a translation from the original language into the following 
language , which is the language of a translation furnished for the purposes of international search 
(under Rules 12.3 and 23.1(b)). 

2. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and 
necessary to the claimed invention, this opinion has been established on the basis of. 

a. type of material: 

□ a sequence listing 

□ table(s) related to the sequence listing 

b. format of material: 

□ in written format 

□ in computer readable form 

c. time of filing/furnishing: 

□ contained in the international application as filed. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority for the purposes of search. 

3. □ In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto 

has been filed or furnished, the required statements that the information in the subsequent or additional 
copies is identical to that in the application as filed or does not go beyond the application as filed, as 
appropriate, were furnished. 

4. Additional comments: 
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Box No. II Priority 



1 . M The following document has not been furnished: 

M copy of the earlier application whose priority has been claimed (Rule 43bisA and 66.7(a)). 

□ translation of the earlier application whose priority has been claimed (Rule 43bisA and 66.7(b)). 

Consequently it has not been possible to consider the validity of the priority claim. This opinion has 
nevertheless been established on the assumption that the relevant date is the claimed priority date. 

2 □ This opinion has been established as if no priority had been claimed due to the fact that the priority claim 
has been found invalid (Rules 43£>/s.1 and 64.1 ). Thus for the purposes of this opinion, the international 
filing date indicated above is considered to be the relevant date. 

3. □ It has not been possible to consider the validity of the priority claim because a copy of the priority document 

was not available to the ISA at the time that the search was conducted (Rule 17.1). This opinion has 
nevertheless been established on the assumption that the relevant date is the claimed priority date. 

4. Additional observations, if necessary: 



Box No. V Reasoned statement under Rule 436/s.l (a)(i) with regard to novelty, inventive step or 
industrial applicability; citations and explanations supporting such statement 



1. Statement 






Novelty (N) 


Yes: Claims 
No: Claims 


1-10 


Inventive step (IS) 


Yes: Claims 
No: Claims 


1-10 


Industrial applicability (IA) 


Yes: Claims 
No: Claims 


1-10 



2. Citations and explanations 

see separate sheet 



Box No. VII Certain defects in the international application 

The following defects in the form or contents of the international application have been noted: 

i see separate sheet 
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Box No. VIII Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 
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Cited documents: 

D1 : US 2003/096123 A1 (YEAGER GARY WILLIAM) 22 May 2003 (2003- 
05-22) 

D2: US 2001/053820 A1 (YEAGER GARY WILLIAM ET AL) 20 December 
2001 ( 2001 - 12 - 20 ) 

D3: WO 01/53413 A (GEN ELECTRIC) 26 July 2001 (2001-07-26) 

D4: US-B-6 352 7821 (YEAGER GARY W ET AL) 5 March 2002 (2002-03- 
05) 

D5: EP-A-0 462 410 (GEN ELECTRIC) 27 December 1991 (1991-12-27) 
D6: EP-A-0 592 144 (GEN ELECTRIC) 13 April 1994 (1994-04-13) 

D7: EP-A-0 578 291 (ENICHEM SPA) 12 January 1994 (1994-01-12) 

D8: EP-A-0 557 654 (GEN ELECTRIC) 1 September 1 993 (1993-09-01) 



1 . Novelty (Art. 33 (2) PCT) 

Each of cited documents D1 to D8 discloses a poly(arylene ether) composition 
comprising a poly(arylene ether) having aromatic ester end groups and another 
component as specified in detail in present independent main claim 1 (for 
relevant passages, see the corresponding International Search Report). 

The attention of the applicant is drawn especially to the fact, that the terms as 
specified in the last two lines of present independent main claim 1 appear to be 
implicitly disclosed by each of said documents D1 to D8 in view of the principles 
of the established official rules of practice. Implicit disclosure corresponds to the 
fact, that the claimed product is regarded as being anticipated actually by said 
prior art documents, even if the claimed parameters or terms as specified in the 



Form PCT/Separate Sheet/237 (Sheet 1) (EPO- January 2004) 



International application No. 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) PCT/US2004/032998 

said last two lines of present main claim 1 are not expressly mentioned therein, 

i.e., the parameters or terms are regarded as being actually present in the prior 
art embodiments, but simply not determined and/or mentioned expressly therein. 

Consequently, each of said documents D1 to D8 anticipates the subject matter 
of present claim 1 . 

The same considerations also relate to the additional features of the following 
claims 2 to 10 when taking into account the full disclosure of each of said 
documents D1 to D8. 



Therefore the subject matter of present application is not new in view of the 
disclosure of each of said documents D1 to D8. 



2. Inventive Step (Art. 33 (3) PCT) 

Providing an amended main claim which meets the requirements of Art. 33 (2) 
PCT, the applicant should relate the distinguishing feature to a surprising 
(unexpected) technical effect or make credible or plausible that the distinguishing 
feature is not derivable from the prior art teaching (Art. 33 (3) PCT). 

3. Miscellaneous 

Present application includes totally 2 independent process-related claims, i.e., 
claims 2 and 3, respectively. The attention of the applicant is drawn to the 
established official practice, that an application generally should not contain more 
than one independent claim in a particular category. Consequently, the present 



Form PCT/Separate Sheet/237 (Sheet 2) (EPO-January 2004) 



International application No. 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) 



PCT/US2004/032998 



set of claims will lead to a refusal of the application in the subsequent, European 
regional stage, if any (Art. 84 in combination with Rule 29 (2) EPG). 

The parameters as specified in the last two lines of present main claim 1 appear 
to attempt a definition of the subject matter to be protected by means of the 
corresponding results to be achieved, rather than by means of clear and 
unambiguous technical features, such violating the Art. 6 PCT. Furthermore, the 
said terms do not represent a clear and unambiguous technical feature, but 
relative terms having no clear and unambiguous meaning among the average 
persons skilled in the art. The applicant therefore is invited to replace said 
objected terms by clear and unambiguous technical features based on suitable 
subclaims or relevant passages taken from the present description. 

In order to improve the understanding and legibility of the application, in the 
European regional phase, if any, the applicant is invited to identify the documents 
D1 to D8 in the description additionally and briefly discuss the relevant 
background art disclosed therein. 



When filing amendments, any undue extension of the scope of the application 
should be avoided. 
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